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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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2a)M This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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6) S Claim(s) 1^3 is/are rejected. 
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DETAILED ACTION 



Response to Amendment 

1 . Addition of new claims 2 and 3 f filed on March 20, 2006, has been entered in the 
above-identified application. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 



Claim Objections 

3. Claim 2 is objected to because of the following informalities: "wherein he density" 
should be "wherein the density". Appropriate correction is required. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claim 2 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for the underlying layer comprising filler with the 
claimed average particle diameter, does not reasonably provide enablement for "binder 
residents and having" the claimed particle diameter. The specification does not enable 
any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention commensurate in scope with these claims. 
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The Examiner notes that there appears to be a typographical/translation error in this 
claim and suggests rewording the claim language as follows: "an underlying layer 
comprised of binder and filler having an average particle diameter of 5 to 30 nm, 
For the purposes of evaluating the prior art, the Examiner has interpreted the claim as 
noted above (i.e. that it is the filler that is required to have the claimed average particle 
diameter limitation). 

Claim Rejections - 35 USC § 102 

6. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ishida et al. (U.S. Patent No. 5,554,440) for the reasons of record as set forth in 
Paragraph 3 of the Office Action mailed on September 20, 2005. 

Regarding claim 3, the Examiner notes that Ishida et al. clearly disclose 
embodiments wherein the magnetic layer has a thickness of less than 50 nm {Figure 9). 



Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ishida et 
al. as applied above. 

Ishida et al. is relied upon as described above. 
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While the Examiner maintains that Ishida et al. discloses the claimed limitations 
with sufficient specificity to anticipate the claimed subject matter, the Examiner 
acknowledges that Ishida et al. disclose that "the thickness of the Co-0 magnetic layer 
is preferably from 50 nm to 150 nm in view of the recording/reproducing characteristics 
of the magnetic tape" (col. 14, lines 57- 60). 

However, Ishida et al. teach that the thickness of the magnetic layer can be 
varied to effect the coercivity, squareness ratio (Figure 9), over-writing and signal to 
noise (Figure 21 and col. 14, lines 28-41). Therefore, the Examiner deems that it 
would have been obvious to one having ordinary skill in the art to determine a thickness 
value of the magnetic layer meeting applicants' claimed thickness range by optimizing 
the results effective variable through routine experimentation. In re Boesch, 205 USPQ 
215 (CCPA 1980); In re Geisler, 116 F. 3d 1465, 43 USPQ2d 1362, 1365 (Fed. Cir. 
1997); In re Aller, 220 F.2d, 454, 456, 105 USPQ 233, 235 (CCPA 1955). 

9. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ishida et 
al. as applied above in Paragraph 6, and further in view of Tsunekawa et al. (U.S. 
Patent No. 7,026,064 B1). 

Ishida et al. is relied upon as described above. 

Ishida et al. fail to disclose an underlying layer meeting applicants' claimed 
limitations. 

However, Tsunekawa et al. teach an underlying layer (col. 9, lines 4 - 25) 
comprised of a binder and filler having an average particle diameter meeting applicants' 
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claimed limitations (col. 8, lines 25 - 56) and the density of surface projections is in a 
range of from 50 x 1 0 4 /mm 2 to 3000 x 1 0 4 /mm 2 {col. 7, lines 3-21), wherein film is 
taught to result in a magnetic recording medium possessing improved wear-resistance 
and running characteristics (col. 3, lines 1-7). 

It would therefore have been obvious to one of ordinary skill in the art at the time 
of the applicant's invention to modify the device of Ishida et al. to utilize an underlying 
layer meeting applicants' claimed limitations as taught by Tsunekawa et al. inorder to 
result in a magnetic recording medium possessing improved wear-resistance and 
running characteristics. 



Response to Arguments 
10. The rejection of claims 1 - 3 under 35 U.S.C § 102(b) and/or 103(a) - Ishida 
et al., alone or in view of Tsunekawa et al. 

Applicant(s) arguments have been considered but are moot in view of the new 
ground(s) of rejection. In so far as they apply to the present rejection of record, 
applicant(s) argue the preferred range of Ishida et al. for their magnetic layer (i.e. 50 to 
150 nm) results in a patentable distinction between the present invention which claims a 
magnetic layer thickness of 50 nm or less, or "less than the 50 nm" ( claim 3 ). The 
Examiner respectfully disagrees. 

First, the Examiner reminds applicants that a single point of overlap is a prima 
facie case of anticipation, so the overlap at the data point "50 nm" is sufficient to 
anticipate the claimed invention of claim 1 . Second, applicant(s) are reminded that the 
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rejection is based on the entire reference(s) and not just a piece meal analysis of the 
cited reference(s). In the instant case, while 50-150 nm may be the preferred range 
for Ishida et al., Ishida et al. provides clear data in many different properties for 
magnetic layer thickness values below 50 nm. Not withstanding the fact that 49.9999 
nm would read on the claimed limitation of "less than the 50 nm", the Examiner notes 
that there is sufficient guidance in Ishida et al. to properly demonstrate that the 
magnetic layer thickness is a known cause effective variable. It is well established that 
it is within the knowledge of one of ordinary skill in the art to optimize a known cause 
effective variable. As such, the Examiner deems that there is sufficient guidance and 
specificity in the teachings of the prior art to either anticipate, or at the very least, render 
the claimed invention an obvious variant. 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin M Bernatz whose telephone number is (571) 272- 
1505. The examiner can normally be reached on M-F, 9:00 AM - 6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carol Chaney can be reached on (571) 272-1284. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




KevlnM.Bematz,PW) 
Primary Examiner 



KMB 

May 23, 2006 



